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DETAILED ACTION 

The Examiner acl<nowledges tine applicant's submission of tine amendment dated 
1 1/7/2008. At this point, claims 9, 1 1 , and 13 have been amended and no claims have 
been added or cancelled. Thus, claims 9-15 are pending in the instant application. 

The instant application having Application No. 10/566,871 has a total of 7 claims 
pending in the application, there are 3 independent claims and 4 dependent claims, all 
of which are ready for examination by the examiner. 

REJECTIONS NOT BASED ON PRIOR ART 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which It pertains, or with which It Is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the Inventor of carrying out his Invention. 

Claims 9-15 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. The limitation in claims 9, 11, and 13 
"independently of the user's operation to change the selected data" is not adequately 
described in the drawings or specification. Paragraphs 0038, 0039, and 0043 state that 
the file is selected by the user, but not that this selection is independent of the user's 
operation to change selected data. 
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The following is a quotation of the second paragraph of 35 U.S.C. 1 1 2: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 9, 1 1 , and 1 5 recites the limitation "independently of the user's operation 
to change the selected data". There is insufficient antecedent basis for this limitation in 
the claim. 

35 U.S.C. 132(a) states that no amendment shall introduce new matter into the 
disclosure of the invention. The added material which is not supported by the original 
disclosure is as follows: the limitation in claims 9, 1 1, and 13 "independently of the 
user's operation to change the selected data". Paragraphs 0038, 0039, and 0043 state 
that the file is selected by the user, but not that this selection is independent of the 
user's operation to change selected data. 

Applicant is required to cancel the new matter in the reply to this Office Action. 

REJECTIONS BASED ON PRIOR ART 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 9-1 1 and 13 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Boyle (US 2001/0041021) in view of Bateman (US 2002/0194414). 
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Regarding Claim 9, Boyle teaches a memory device of a portable type 
comprising: a terminal capable of being connected to an interface mounted on a host 
machine and capable of data input/output from/to said host machine (I/O device 122, 
connected to host machine 1 10 via connection 130), and a storage element for storing 
data which include: at least one of image data and audio data (note how JPEG images 
are stored in computer memory 220 in paragraph 0032), reproduction program data for 
said host machine to reproduce at least one of said image data and audio data (see 
reproduction program description in paragraph 0032, also note the storage element can 
store the reproduction program and transfer it to the host, see paragraph 0010 and how 
the imaging conduit that contains the reproduction program is installed on the PC 
without the need for user interaction, i.e., when the storage element is first connected to 
the host), and execution program data for said host machine to execute said 
reproduction program using said reproduction program data (inherently present, since 
the host machine executes the reproduction program as described in paragraph 0032) 
and a writing program to write at least one of said image data and audio data from said 
host machine to said storage element in response to a detection signal that said host 
machine detects a connection of said terminal to said interface (the sync manager runs 
after the device is connected, as described in paragraph 0010, also see the description 
of the write program that uploads data from a personal computer 1 10 to the handheld 
electronic device 124, paragraph 0036), 

wherein at least one of the image data and audio data to be reproduced is 
selected by a user ("the sync manager also provides the user the capability to change 
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the data on one device... and subsequently synclironize tlie clianged data with data 
located on the computing device", Paragraph 0024 in Boyle). 

However, Boyle does not teach reproducing the data selected by a user 
independently of the user's operation to change the selected data. Bateman teaches 
letting a user select which images from a device to send to a separate device 
independently of changing the images (Paragraph 0034 in Bateman, where the 
"individual image selection operation" is described). 

It would have been obvious to a person having ordinary skill in the art at the time 
the invention was made to which the subject matter pertains to have implemented the 
individual file selection of Bateman in the device of Boyle, because sometimes a user 
may not wish to transfer all images from a host to a separate storage element. 

Regarding Clam 10, Boyle teaches a portable memory device as described in 
Claim 9, wherein the host machine can activate said execution program in response to 
said detection signal to read and reproduce at least one of said image data and audio 
data stored in said memory element (the sync manager runs after the device is 
connected, as described in paragraph 0010, also see the description of uploading data 
from a personal computer to the handheld electronic device, paragraph 0036), when 
said host machine previously stores at least said reproduction program data and 
execution program data (imaging conduit 310 of the sync manager, installed on the 
host, paragraph 0010), and when said terminal is connected to said interface in the 
state that said storage element stores at least one of said image data and audio data 
(see Figure 6 and particularly steps 614, 618, and 620, where if the storage element 
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stores an image and is connected, tlie imaging conduit tliat contains the reproduction 
program is run). 

Regarding Claim 11, Boyle teaches a recording medium for storing a computer- 
executable program, the program having program code comprising: 

a detecting step of detecting detection signal indicating that a terminal of a 
portable memory device is connected to said interface (see how the sync manager runs 
after the device is connected, as well as an additional description in paragraph 0010 
how the device runs without any need for user interaction); and 

an executing step of executing a program in a reproduction program data for 
reproducing at least one of image data and audio data stored in said memory device, in 
response to said detection signal (see description of how the imaging conduit 
reproduces the image data in paragraph 0032, also note that the host executes this 
program, and thus an executing step is inherently present); and 

a writing step to write at least one of said image data and audio data from a host 
machine to said storage element (see description of writing the data from a personal 
computer to the handheld electronic device, paragraph 0036), 

wherein at least one of the image data and audio data to be reproduced is 
selected by a user ("the sync manager also provides the user the capability to change 
the data on one device... and subsequently synchronize the changed data with data 
located on the computing device". Paragraph 0024 in Boyle). 

However, Boyle does not teach reproducing the data selected by a user 
independently of the user's operation to change the selected data. Bateman teaches 
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letting a user select which images from a device to send to a separate device 
independently of changing the images (Paragraph 0034 in Bateman, where the 
"individual image selection operation" is described). 

It would have been obvious to a person having ordinary skill in the art at the time 
the invention was made to which the subject matter pertains to have implemented the 
individual file selection of Bateman in the device of Boyle, because sometimes a user 
may not wish to transfer all images from a host to a separate storage element. 

Regarding Claim 13, Boyle teaches a data processing system comprising: 
a host machine having an interface capable of data input/output (computing 
device 110), and a portable memory device comprising a terminal capable of being 
connected to said interface (paragraph 0020), and a storage element for storing at least 
one of image data and audio data (paragraph 0019), reproduction program data for said 
host machine to reproduce at least one of said image data and audio data (see 
reproduction program description in paragraph 0032, also note the storage element can 
store the reproduction program and transfer it to the host, see paragraph 0010 and how 
the imaging conduit that contains the reproduction program is installed on the PC 
without the need for user interaction, i.e., when the storage element is first connected to 
the host), execution program data for said host machine to execute a program in said 
reproduction program data in response to a detection signal that said host machine 
detects a connection of said terminal to said interface (see how the sync manager runs 
after the device is connected, as well as an additional description in paragraph 0010 
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how the device runs 'without any need for user interaction), and a writing program to 
write at least one of said image data and audio data from said host machine to said 
storage element (see description of writing data from a personal computer to the 
handheld electronic device, paragraph 0036), 

wherein at least one of the image data and audio data to be reproduced is 
selected by a user ("the sync manager also provides the user the capability to change 
the data on one device... and subsequently synchronize the changed data with data 
located on the computing device". Paragraph 0024 in Boyle). 

However, Boyle does not teach reproducing the data selected by a user 
independently of the user's operation to change the selected data. Bateman teaches 
letting a user select which images from a device to send to a separate device 
independently of changing the images (Paragraph 0034 in Bateman, where the 
"individual image selection operation" is described). 

It would have been obvious to a person having ordinary skill in the art at the time 
the invention was made to which the subject matter pertains to have implemented the 
individual file selection of Bateman in the device of Boyle, because sometimes a user 
may not wish to transfer all images from a host to a separate storage element. 

Claim 12 is rejected under 35 U.S.C. 103(a) as being unpatentable over Boyle 
and Bateman in view of AppleCare Document: 122014. 

Regarding Claim 12, Boyle teaches all limitations of Claim 1 1 as described 
above, wherein the program has code comprising 
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an outputting step of outputting at least one of said image data and audio data to 
said portable memory device (see description of outputting data from a personal 
computer to the handheld electronic device, paragraph 0036 in Boyle). 

However, while Boyle mentions that images and 'other such data' (paragraph 
0008) may be transferred across to the portable media device (also see paragraph 0036 
where image data is downloaded to the portable device from a host device), he does 
not give an example of what this 'other data' may be. Apple's iPod, however, enables 
users to download software from Apple that is transferred from a host machine to the 
iPod portable memory device automatically once it is connected to the host machine 
(see first paragraph of AppleCare Document: 122014). It would have been obvious at 
the time the invention was made to a person having ordinary skill in the art to which the 
subject matter pertains to add a controlling step of controlling to output said image 
reproduction and execution data onto the host computer and to transfer this program to 
the handheld device during the outputting step just as the iPod Updater has a 
controlling step of controlling to output audio reproduction and execution data. The 
motivation for this is that it keeps software programs flexible, and any minor bug in a 
program on a handheld device would be able to fixed by uploading to the handheld 
device a new version of software from the host (see AppleCare Document: 122014 for a 
list of bug fixes in the iPod software, for example). 

Claim 14 is rejected under 35 U.S.C. 103(a) as being unpatentable over Boyle 
and Bateman in view of Kahn (US 2004/0004737). 
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Regarding Claim 14, Boyle teaches all limitations of Claim 13 as addressed 
above. Boyle clearly has a network (218 in Boyle) in his system, but does not explain 
what data could be transferred over the network. Kahn teaches a network over which 
images are shared, including an external apparatus (image server 331-333 in Kahn). It 
would have been obvious at the time the invention was made to a person having 
ordinary skill in the art to which the subject matter pertains that Kahn's network could be 
the network in Boyle. In this combination, when a device (such as handheld device 
1 10) is connected to a host machine (such as 120 in Boyle) a program (such as the 
program specified in Kahn that begins at 522 in Figure 5, also see paragraph 0082) is 
run that uploads images to the external apparatus. The motivation for this comes from 
Kahn, who states that his network provides the benefits of automatic organization and 
easy sharing among friends (paragraph 0089 in Kahn). 

Claim 15 is rejected under 35 U.S.C. 103(a) as being unpatentable over Boyle 
and Bateman in view of Sesek (US 2003/0076365). 

Regarding Claim 15, Boyle teaches all limitations of Claim 9 as addressed 
above. Boyle teaches a memory device of a portable type that can store images as well 
as programs for exchanging these images, but does not teach displaying these images 
as icons or as a reduced image of a file. However, Sesek teaches a technique that 
displays reduced images, or "thumbnails" of each image that can be displayed by a host 
machine (see paragraphs 0008-001 1 in Sesek). It would have been obvious at the time 
the invention was made to a person having ordinary skill in the art to which the subject 
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matter pertains to integrate this display system into the writing program that writes 
selected files to a portable memory device (such as that described in paragraph 0036 of 
Boyle). Motivation for this comes from Sesek, who states that thumbnails 'are useful for 
indicating the contents of a page or image' (paragraph 0007 in Sesek) and also that 
they allow the user 'to easily select pages or images for viewing' (paragraph 0006 in 
Sesek). Thus, by integrating Sesek's technique into the write program, additional 
benefits are obtained. 

ARGUMENTS CONCERNING PRIOR ART REJECTIONS 
Rejections - USC 102/103 

Applicant's arguments with respect to Claims 9, 1 1 , and 13 have been fully 
considered but do not appear to be supported in the specification or drawings as 
described in the new matter rejections above. However, new grounds of rejection have 
been made in view of a newly found prior art reference. 

CLOSING COMMENTS 

Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
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mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

STATUS OF CLAIMS IN THE APPLICATION 

The following is a summary of the treatment and status of all claims in the 
application as recommended by M.P.E.P. ' 707.07(i): 
CLAIMS REJECTED IN THE APPLICATION 

Per the instant office action, claims 9-15 have received a second action on the 
merits and are subject of a second action final. 

DIRECTION OF FUTURE CORRESPONDENCES 

Any Inquiry concerning this communication or earlier communications from the 
examiner should be directed to M. Anthony Giardino whose telephone number is (571 ) 
270-3565 and can normally be reached on Monday - Thursday 7:30am - 5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mr. Sanjiv Shah can be reached on (571) 272 - 4098. The fax phone 
number for the organization where this application or proceeding is assigned is (571) 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

M.A. Giardino /Stephen Elmore/ 

Primary Examiner, Art Unit 2185 

/M.G./ 

Patent Examiner 
Art Unit 2185 
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